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10/073,040 HANAKAWA, YOUICHI 

Office Action Summary Examiner :SrtuSit 

jrs on the cover sheet with the correspondence address - 



Any repi/ received by the Office later tfian Ihree 

^)M Responsive to communication(s) filed on 02 December 2003 . 
2aM This action is FINAL. 2b)n This action Is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to th 

closed in accordance with the practice under £x parte Quayle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) |E1 Claim(s) MS is/are pending i 

4a) Of the above clalm(s) 

5) n Claim(s) is/are allowed. 

6) ^ Claim(s) M5 is/are rejected, 
?)□ Claim(s) is/are objected to. 

8) n Clalm(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner 

10) n The drawing(s) filed on is/are: a)n accepted or b)[3 objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 , 85(a). 
Replacement drawing sheet(s) Including the correction is required If the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) 0 The oath or declaration Is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
Priority under 35 U.S.C. § 119 

12) 0 Acknowledgment is made of a claim forforeign priority under 35 U.S.C. § 119(a)-(d) or(f). 
a)n All b)n Some * cjQ None of: 

1 ,□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received In Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (POT Rule 1 7.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

This Office Action is responsive to Applicant's amendment filed December 2, 2003 . The 
prior rejections are withdrawn due to Applicant's amendments to the claims. 

Claim Rejections - 35 USC § 102 

1. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in tllis countiy, more tlian one year prior to the date of application for patHlt in the United States, 
(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by tlie applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before tlie invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for puiposes of this 
subsection of an apphcation filed in the United States only if the international application designated the United 
States and was pubhshed under Article 21(2) of such treaty in the English language. 

2. Claims 1, 3, and 5 are rejected under 35 U.S.C. 102(b) as being anticipated by USPN 
5,336,541 to Kobayashi. 

3. Kobayashi provides a sticker comprising a first adhesive region on one end side of a sheet 
piece formed into a plane shape and a second adhesive region on the other end side of the sheet 
piece, wherein the second adhesive region is located inwardly of the other end of the sheet piece 
and in such a position as to maintain a substantially plane-contact state when the sheet piece is 
attached to an object to which the sheet piece is to be attached or stuck and to maintain ease of 
peeUng from the other end. See Figures 1, 4, and 10 which show at least three pieces of adhesive 
spaced apart on paper or film, providing the structure and order of instant claims 1 and 3. The 
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label when peeled off is pasted onto a product or container. See col. 1, 11 25-30, 11 40-68, col. 2, 11 
1-63, and col. 3, 11 30-50. See col. 5, 11 20-40 to the coverage width ofllic gap and adhesive. 

4. A distance between the first and second adhesive regions is shorter than a distance from the 
second adhesive region to the other end of the sticker as instant claim 5 recites, is shown in 
Figure 1 . For example, the third or fourth adhesive over from the left can be the second region 
and the second adhesive is the first region. The distance widths are thus provided for by 
Kobayashi. 

5. Claims7and 11 are rejected under 35 U.S. C. 102(b) as being anticipated by USPN 
5,429,850 to Held. 

6. Held discovered an ultra-thin adhesive tape and roll. There are two parallel adhesive strips 4 
and 3, which are equivalent to applicant's first and second adhesive regions and strips, 
respectively (see Figure 1). A first area (7) is shown in Figure 1. A second adhesive fi-ee area 
(5) is shown in Figure 1. The width and spacing adjustments when measured in the same 
direction as applicant recites in instant claims 7 and 1 1 are shown in Figure 1 . Further described 
by Held at col. 2, 11 44-59, teaching the novelty of having a6 wider adhesive firee area than an 
adhesive area. Held explains there within: The width of the said adhesive-fi-ee region is greater 
than the vsddth of each one of the tracks. A wdde adhesive-firee region is the pattern that has been 
found to give the best results, as regards absence of sudden stresses and violent jolts and of 
course breakage during winding and unwinding at high speed, when the adhesive tape according 
to the invention is employed for Mylar film splicing under production conditions, which is 
surprising as it might be imagined that wider tracks with only a small gap between them would 
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give a better and stronger splice. The film or backing strip can either be considered equivalent to 
apphcant's sheet material in rectangular form. 

7. Claims 7, 9, 12, 13, and 15 are rejected under 35 U.S.C. 102(e) as being anticipated by USPN 
6,358,587 to Saint etal. 

8. Saint provides a sticker comprising a sheet material (20 or 40) liaving two opposite major 
surfaces and first (30) and second adhesive (discontinued regions of 50) regions both disposed on 
one of said major surfaces; the first adhesive region being disposed adjacent an edge of said 
sheet material, the second adhesive region being spaced from the first adhesive region and an 
opposite edge of said sheet material by first (space in front of 30) and second (space between 30 
and first discontinued region 50) areas of said major surface of said sheet material, respectively, 
at least said second area being free of adhesive material, wherein a width of said second area, as 
measured in a direction from the edge adjacent to the first adhesive region to the opposite edge, 
is larger than a width of said second adhesive region, as measured in said direction. See Figures 
2 and 3. See also col. 5, 11 50-65 and col. 6, 11 1-15 teaching the areas free of adhesive and the 
shapes of the adhesive regions, including parallel lines. To claims 12 and 13, as also shown in 
Figure 2, a first area (free of adhesive), as measured in said direction is smaller than the width of 
a second area. See also Figure 3. 

9. To instant claim 9, the third adhesive region is the first region of 50, the second region of 50 
is the second adhesive region as shown in Figure 2. 

10. To instant claim 15, an opposite edge of a sheet material is free of adhesive as denoted by "e" 
in Figure 3. 
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1 1 . The following is a quotation of 3 5 U. S . C. 1 03 (a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between tlie subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinaiy skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 

12. Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over USPN 6,358,587 to 
Saint et al. in view of USPN 5,050,909 to Martens et al. 

Saint discloses the instant invention as indicated above. Saint is silent to a multiple stack of 
stickers that can be peeled off a stack of multiple identical stickers. However, that the sticker is 
able to be "sticker can be peeled off a stack of multiple stickers" is not germane since it has been 
held that an element that is "being able to" perform a ftinction is not a positive limitation but 
only requires the ability to so perform. It does not constitute a limitation in any patentable sense. 
In re Hutchinson, 69 USPQ 138. Further, Mertens teaches a stack of sheet assemblies, The 
sheets of Mertens have adhesive on them and are arranged in a stacked fashion to be peeled off 
in the same way as Applicant deems. See col. 1, 11 5-10 and Figures 1, 2, and 4. It would have 
been obvious to one of ordinary skill in the art to have included a multiple stack arrangement 
because Mertens provides doing so to remove individual sticker like sheets from a stack. 

13. Claim2,4, and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable over USPN 
5,336,541 to Kobayashi. 
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Kobayashi is relied upon above. Kobayashi does not teach an inward distance of 15 mm 
(instant claim 2) or the length between an end edge and other end of a second and other end is 
about one-fifth or more of a length of a sheet piece (instant claim 4) or the first and second 
distance difference of instant claim 6. However, changes in distances and widths are merely 
optimizable. It would have been obvious to one of ordinary skill in the art to modify the length 
or distance because it has been held that discovering an optimum value of a result effective 
variable involves only routine skill in the art. In re Boesch, 617 F.2d 272. The length and 
distance effects the coverage area. 

Claims 8 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over USPN 
6,358,587 to Saint etal. 

Saint is relied upon above. Saint does not teach a width of 15 mm (instant claim 8) or the 
a width of a second area is about one-fifth or more of a length of a sheet inaterial (instant claim 
10). However, changes in widths are merely optimizable. It would have been obvious to one of 
ordinary skill in the art to modify the length or distance because it has been held that discovering 
an optimum value of a result effective variable involves only routine skill in the art. In re 
Boesch, 617 F.2d 272. The width effects the coverage area. 

Response to Arguments 
Applicant's arguments have been considered but are moot in view of the new ground(s) of 
rejection. 
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Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's disclosure. 
USPN 5,686, 1 69 to Hassall et. al teaches a pattern to control spread of adhesive during 
lam on o( sheets. USPN 5,599,602 to Leonard et al. teaches double-sided pressure-sensitive 
adhesive tape and method of malcing. USPN 5,716,865 to Kumar et al. teaches a silicone- 
contammg copolymer and bleed through resistant substrates - 
Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS IMADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to TamraL. Dicus whose telephone number is 571-272-1519. The 
examiner can normally be reached on Monday-Friday, 7:00-4:30 p.m., alternate Fridays. If 
attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Cynthia 
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Kelly can be reached on 571-272-1526. The fax phone number for the organization where this 
application or proceeding is assigned is (703) 872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (P.AIR) system. Status information for published appUcations 
may be obtained from either Private PAIR or Pubhc PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto. gov . Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

February 4, 2004 Tamra L. Dicus 

Examiner 

AU1774:: - ■ ', ■ : • ; 




